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Sir 



This is an appeal from the non-final rejection mailed October 24, 2004. A Notice ol 
Appeal was timely filed Januai"y 19, 2005. The claims on appeal are set forth in the Appendix. 
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I. 37 CFR 41.37(a) 

This brief seifi foith the authorities and arguments on which the appellant will rely lo 
maintain the appeal, 

II. 37 CFR 41.37(b) 

The. filing is timely. Accordingly, this subsection is not iiclevant. 

ITL 37 CFR 4l.37(c)(l)(i) Real party in inleresl 

The real party in interest is Catalina Marketing International, Inc., a Delaware 
coii?oration, which is wholly Owned by Caralina Miirketing Coiporation, a Florida corporation. 

IV. 37 CFR 41 .37(c)(l)(il) Related appeals and interferences 

An appeal is pending in the following related application: 
US Applicalion No; 08/873,974, Hied June 12, 1997 (Neifeld Ref: CAT/34-SCRO-US). 

V. 37 CFR 41.37(c)(1) (iii) Status of claims 

Claims 24-31, 36-43 and 48-51 are pending, injected, and under appeal. Claims 32-35 
and 44-47 have teen canceled. 

VL 37 CFR 41.37(c)(1) (iv) Status of amendments 

All amendments have been entered. 

VII. 37 CFR 41.37(c)(l)(v) Summary of claimed subject matter 

Claim 24 defines a computer network implemented method, comprising the steps of: 
transmitting from a consumer computer over the Internet to a Web site of a munufacrurer 
a request for manufacturer incentives to purchase one of a product and a service offered by said 
manufacturer (Fig. i item 10; page 8 lines 24-23; Fig. 2 items 2, 10. 30: page 9 lines 18-20: Tig. 
I); 
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in response to said request for manufacturer incentives, transmitting region data from said 
Web site of said manufacturer over the Internet co a remote Web site (page S lines 25-29; Fig. 1 ); 

in re^iponse to receipt of i^cgion data at said mynufacturcr's Web site. Lransmitting from 
said remote Web site co said Web site of said manufacturer at least one manufaccurer incentive 
and ai Iciisc one name and address of a retailer (page S tines 25-28; page 9 lines 2U-26: Fig. 2 
items 2. 14; 32, 36, 38: Fig. 1 )\ and 

transmitting from said Web site of said manufacturer over the Internet to said consumer 
computer said at least one manufacturer incentive and said at least one name and address (Fig, 2 
items 16.44,46.48: Fig. 1). 

Claim 28 defines a computer netvt'ork implemented method, comprising the steps of: 

transmitting from a consumer computer over the Internet to a Web site of a retailer a 
i-eque&t for manufacturer incentives to purchase one of a product and a service offered by a 
manufactuit;r (Figure 3 item 50: page 10 lines 4-7; Fig. 1); 

in response to receipt of said request at said Web site of said retailer, transmitting said 
request from said Web site of said retailer over the Internet to a remote Web site (Figure 3 items 
14,52,54: Fig. 1); 

in response lo receipt of said request at said remote site, transmitting from said remote 
site over the Internet to said Web site of said retailer a list of manufacturer incentives (page lO 
lines 9^1 1; fig. 3 items 14. 18, 56; Fig. I ); and 

in response to receipt of said manufacturers incentives at said Web site of said retailer, 
Liansmitting over the Internet to said constimer computer said list of manufacturers incentives 
(page 10 lines 13-16: Kigui^e 3 items 18, 64, 66, 68; Fig. 1). 

Claim 36 defines a computer network implemented system, comprising: 

means for transmitting from a consumer computer over the Internet to a Web site of a 
manufacturer a request for manufacturer incentives to purchase one of a product and a service 
offered by said manufacturer (Fig- I item 10: page 8 lines 24-25; Fig. 2 items 2, JO, 30; page 9 
hncs 18-20; Fig. 1): 

means for> in response to said request for manufacturer incentives, transmitting region 
dala from said Web site of said manufacturer over the Internet to a remote Web site (page 8 lines 
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25-29; Fig, i); 

means for, in response to reccipi of region da(a at said nnanuFucLui-er's Web siio, 
n-ansmitting from said remote Web site to said Web site of said manufacturer ac least one 
manufactuicr incentive and at least one name and address of a retailer (page 8 lines 25-28; page 9 
lines 20-26: Fig. 2 items 2. )4; 32, 36. 38; 1): and 

means for transmitting from said Web site of said manufacturer over the Intemel to said 
consumer computer said at least one manufacturer incentive and said at least one name and 
address (Fig. 2 items 16. 44, 46, 48: Fig. 1). 

Claim 37 defines the system according to claim 36, w^hci-cin said means for transmitting 
from said remote site said list further comprises means for transmitting a link to a Web siie of 
said retailer (page 10 lines 11-12; Fig. 3 items 58.60; Fig. I). 

Claim 38 defines the system according to claim 36, further comprising means for 
determining said at legist one manufacturer's incentive and said at least one name and address of a 
ivtailcr by querying, using said region data, a database from a server of said remote Web site 
(page 10 lines 7-1 1; Fig. 3 items 52, 54, 56, 58; Fig, 1;. 

Claim 39 defines die system according to claim 36, further comprising (page 10 lines 12- 
16; Fig. 3 items 62, 64, 66, 68: Fig. J ): 

means for . transmitting from said consumer computer to said Web site of said 
manufaciui-er selection data indicating selection of said at least one manufacturer incentive: 

means for transmitting from said Web site of said manufacturer to said remote site said 
selection data: 

means for transmitting from said remote sice to said Web site of said manufaciura* dcfails 
of the selected at least one manufacturer incentive; and 

means for transmitting from said Web site of said manufacturer to said consumer 
computer said details. 

Claim 40 defines a computer network implemented system, comprising: 

means for transmitting from a consumer computer over the Intemet to a Web site of a 
reiailer a requesl for manufacturer incentives to puirhase one of a product and a service offered 
by a manufacturer (Figure 3 item 50; page 10 lines 4-7: Fig. I); 

-1' 
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means toi\ in response to receipt of said request ac said Web site of said retailer, 
iransmiaing said request from said Web site of"' said recailer over the Inlemei lo a rennoLc Wch site 
(Figure 3 iieirs 14, 52, 54; Fig. 1): 

means for, in response to receipt of Sciid request ac said remote site, transmitting Irom .said 
remote site over the Internet to said Web site of said I'etailer a list of mnnufaccin*er incentives 
(page 10 lines 9-1 I; fig. 3 items 14, 18, 56; Fig. I): and 

means for, in response to receipt of said manur'acturers inceniives at said Web site of said 
retailer, transmitting over the Internet to said consumer computer said list of manufaciurers 
incentives (page 10 lines 13-16; Figure 3 items IS, 64, 66, 68; Fig. I). 

Claim 41 defines the system according to claim 40, further comprising: (page 3 lines 3- 
14; Fig. 1) 

means for transmitting a user identification from said Web site of said retailer over the 
Inicrnet lo said remote Web site in association with said request; and 

means for determining manufacturer's incentives to transmit from said remote Web site lo 
said Web site of said retailer based upon said user identification. 

Claim 42 defines the system according lo claim 40. further comprising means for 
transmitting from the consumer conriputer over the tntemet to the Web site of the retailer region 
data (page 9 lines 20-26; Fig. 1). 

Claim 48 defines a computer progi*am product for implementing on a network a method, 
comprising the steps of: 

in i-e.sponse lo recei\/ing at a Web site of a manufacturer a request for manufacturer 
incentives to purchase one of a product and a sei-vice offered by a manufacturer transmitted from 
a consumer computer over the Internet, ti*ansmitting region data from a Web site of said 
manufacturer over the Internet to a remote Web site (Fig. 1 item 10; page 8 lines 24-25; Fig. 2 
items 2, 10. 30: page 9 lines 18-20; Fig. 1); 

in response to receipt of region* data at said manufiicturer's Web site, transmitting from 
said remote Web site to said Web site of said manufacturer at least one manufactiu'er incentive 
and at least one name and address of a retailer (page 3 lines 3-14; Fig. I ); and 

u ansmitling from said Web site of said manufacturer over the Inteinet to said consumer 

-8- 
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compuier said ai lease one manufaclurer incentive and said at least one name and additrss (page 
10 lines 13-16; Figure 3 icems 18, 64, 66,68; Fig. 1), 

Claim 49 defines a compiuer program product for perForining a computer aet^ork 
implemented method, comprising the steps of: 

in response to receipt of a request for manufacturer incentives lo purchase one of a 
product and a sen'ice offered by a manufacturer iransmiiied from a consumer compulei" over the 
Internet to a Web site of a reiailcn transmitling said request from said Web site of said reiailer 
over ihe Intemst to a remote Web site (Figure 3 item 50; page 10 lines 4-7; Fig. 1): 

in resi>onse to receipt of said request at said remote sice, transmitting from iyiud remote 
site over the Intemet to said W'eb site of said retailer a list of manufacturer incentives (page 10 
lines 9-11: fig- 3 items 14, 18, 56: Fig. 1); and 

in resp<'>nse to receipt of said manufacrurery incentives at said Web sice of said retailer, 
transmitting over the Internet to said consumer compuier said list of manufacturei-s incentives 
(page 10 lines 13-16; Figure 3 items 18. 64, 66, 68: Fig. 1). 

Claim 50 defines a computer implemented method comprising performing transactions 
involving multiple separate entities, including 

transmission from a consumer to a retailer website (Figure 3 item 50; page 10 lines 4-7; 

Fig. J). 

transmission from the retailer website to a remote website (Figure 3 items 14, 52. 54: Fig. 

1). and 

transmission from the remote website to the retailer website, of a list of manufacturer 
incentives (page 10 lines 9-11; fig. 3 items 14, 18, 56; Fig. 1). 

Claim 51 defines a system comprising structure for performing transactions involving 
multiple separate entities, including: 

means for transmitting from a consumer to a retailer website (Figure 3 item 50; page 10 
lines 4-7; Fig. 1), 

means for transmitting from the retiiiler website to a remote website (Figure 3 items 14, 
52, .*^4; Fig. 1), and 

means for transmitting from the remote website to the retailer website, of a list of 
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miinuiacturer incentives (page 10 lines 9-11: fig. 3 items 14, IS, 56; Fig, 1). 

VIII. 37 CFR 4l.37(c)(l)(vi) Grounds for rejection lo be revie\\'ed on appeal 

Whether the fcjcctions of claims 50 and 5 1 under 35 USC i 12, second paragraph, are 
improper and should be revetted. 

Whether the rejections of claims 24, 25, 26, 28, 30, 36, 37. 38. 40, 42, 48. 48, 49, 50 and 
51 under 35 U.S-C 102(e) as being anliciparcd by Perkowski (US Patent 5.950.173) arc improper 
and should be reversed. 

Whethcr the rejections of claims 27 and 39 under 35 U-S.C. 103(a) as being unpaicniablc 
over Perkowski (US Patent 5,950,173) arc improper and should be reversed. 

Whether the rejections of claims 29 and 41 under 35 U.S.C. ]03{a) as being unpatentable 
over Perkowski (US 5,950,173), and further in view of Slpane (US Patent 5,918,21 J ) are 
improper and should be reversed- 

Whether rhe rejections of claims 31 and 43 under 35 U.S.C- J03(u) as being unpatentable 
over Perkowski (US 5,950, 1 73), and further in view of Smolen (US Patent 5.9 1 5,243) arc 
improper and should be reversed. 

IX- 37 CFR 41,37(c)(l)(vii) Argument 

A, The Rejections Under 35 USC 112 of Claims SO and 51 
I . The Examiner's Assertions 

In support of the rejections of claims 50 and 51 under 35 USC 1 12, second paragraph, the 
examiner stated that: 

Claims 50 and 5 J recites fsicl the limilalion "tran<^mission from chc a 
consumer co a retailer website", "transmission from the retailer website lo a 
remote website" in claim 50 and "mean for transmitting from the a consumer to a 
retailer website ", "means for transmitting from the i"ecailcr website lo a remote 
website", in claim 51. There is insufficient antecedent basis for this limitation in 
the claim. 

There is no indication as to what is being "transmitted". Coirection is 

-10- 
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required- [Office aciion mailed April 6, 2004 page 2 lines 18-24, | 

2. The Applicants* Reply 
In reply, the applicants disagree for several reasons. 

First, there is almost ipsus verbids antecedent basis support lor the subject claim 

rccitaiions in the specification, and the subject claim recitations are dearly supported by the 

specification's recitations. See page 3 lines 23-26 and page 1 1 lines U4. 

Page 3 linci) 23-26 of the specification slates thai: 

The next steps of the method arc receiving offer selection data from the consumer 
through the manufacturer network sile, and either transmitting details of the 
selected offers to the manufacturer network site for use by the consumer, or 
linking the consumer directly to a selected retailer network site Lo view the 
available offei-s. 

Page 1 1 lines 1-4 of the specification states that: 

pro. 5 $how$ how manufacturers input update datii to the manufacLurer offer 
database 16. In one approach, the manufacturer supplies the data on input fonns 
90, which are entered at the SMO site 14, as indicated at 92, and ti'ansmiticd to the 
databases J 6 and 20 by means of an u[)daic program 94 executed at ihc SMO site. 

These two rccitaiions clearly disclose that there is i\ transmission (and a means for transmission) 
from the retailer website to a remote website; and a transmission (and a means for transmission) 
from the retailer website to a remote website. Moreover, there is sufficient indication as to whai 
is being transmitted, namely, details of the selected offers, as well as data diat is input by 
manufacturers and used to update [he manufacturer offer database. 

Second, in drafting claims 50 and 51, applicants pit;scntcd a method claim and a system 
claim commensurate in scope with and miiTOring the wording in the Board of Patent Appeals and 
Tnlerference.^" (panel's) description of ihe independent claimed inventions. In the decision on 
appeal mailed October 27, 2003. the panel stated that: 

Wiih regard to the rcjcciions under 35 U.S.C. 103, we will noi sustain 

these rejections because each of the independent claims 24, 36, 48. and 49 

-N- 
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includes limuations similar to those in claims 28 and 40, i.e., transacLions 
involving multiple separulc cnrities, vvherein there is iransmission from rhe a 
consumer ro n ixjuiiler website, transmission from the retailer viebiiite to a remote 
website, and transmission from the remote website to the retailer website, of a list 
of manufacturer incentives. Finally, the retailer web site transmits to ihc 
consumer a lisi of these incentives. [Decision on appeal page 9 lines 3-10.] 

Since claims 50 and 5t ai*e essentially identical in scope to che pmiel's description of applicant's 
claimed invention, they are allowable Ibr the same reasons applying to appealed claims 24-3 1 , 
36-43, and 48^4^, 

Third* the examiner's rejections for lack of antecedent basis misapplies the law because 
anyone reading the claims would know what ihey defined. The applicants subniit herewith an 
amendment coiTccting the grammalical en'or in these claims, moothig the antecedent basis issue. 
For all of the foregoing reasons, the rejeclions of claims 50 and 5\ as indefinite are improper and 
therefore should be reversed. 

B. the Rejections Under 35 USC 102(e) of Claims 24-26, 28. 30, 36-38, 4U, 42, 
and 48-51 as Being Anticipated by Perkcwski 
1. Claims 28 and 40 

a. The Examiner *s Assertions 

The examiner a?»seitj; at page 3 line 8 to page 5 line 6 of the olTice action mailed October 
21. 2004, dial 

As per claim 28. 40, Perkowski discloses: 

transmitting from a consumer computer over the internet to a Web site of a 
rciailer a requesc for manufacturer incentives to purchase on c of a product and a 
service offered l)y a manufacturer/means for transmitting from a consumer 
computer over the internet to a Web site of a retailer a request for manufaetui-er 
incentives to purchase one of a product and a service offered by a 
manufacture/transmission from the a consumer to a retailer website, (Col. i I, line 
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64-Col. 12, line .5, .shows a plurality of User (or Client) Compuicrs being 
connected Lo ihc Internet and available to consumers, Manufucturerij, and 
Retailers, w/Col. 15, lines 1-4, lines 19-27. shows that a consumer makes a 
requesi at a client subsystem thai is physically hosted at the retailer by wiiy of a 
three Held browser framework); 

in response to receipt of said request at said Web site of said reiailer, 
transmitting said request from said Web site of said retailer over the Iiuernci to a 
remote Web sicc/means for transmiriing said request from said Web site of said 

1- ctailer over the Internet to a remote Web site, (Col. 15, lines 37-49, sh<m'.s that 
when a requesi is made, the IPI finding mode and the UPN (i.g. UPC) search 
mode of the IPI finding and serving subsystem is activated through the IP! 
website. In this case, the IPI finding and serving subsystem is the remote system 
since it is associated with the operation of the Web bfised document server which 
serves Web pages to clients); 

in i^sponse to receipt of said request at said remote site, transmitting iVom 
said remote site over the Internee to said Web site of said reLailer a list of 
manufacturer incentives/means for transmitting from said remote site over the 
Inicrnct to said Web site of said retailer a list of manufacturer incentives: (Col. 12, 
lines 16-20, shows transfer of consumer product related information between the 
Remote Ghent Computer and the Web Based Document Server, in this case, the 
retailer website is shown by the Client Computer, and the remote website is 
shown by the Web Based Document Server since it is remote to the Remote 
Clientl. w/ Col. 1 1, lines 37-40. [shows that a central UPC/URL database 
Subsystem serves the consumer product infomiation lo retiiilers, w/ Cof 13, lines 

2- 9, where it is also shown that the Web based document server transfers 
UPC/URLs to the IPD servei'S. and therefore works in conjunction with the 
IJPC/URL database to serve the consumer product inlbrmaiion to retailers, w/ 
Col. 6, lines 50-5S, the list is shown by categorizing and graphically displaying 
product infoiTnarion which also includes Product Incentives). 
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in response to receipt of said mainifaciurers incentives at said Web site of 
said retailer, iransmiicing over the Inlemet Lo said consumer computer said list of 
manafactuj-et'S incentives/means for iransmitcing over the Inlernel lo said 
consaiTicr computer said list of nnannfacturers incenli^vesi, (Col. 1 1. lines 37 4U, 
shows that a central UPC/URL database SubsysLem serves the consumer product 
information co consumers, w/ CoL 13, lines 2-9, where it is also shown that he 
Web based document server transfers UPC/URLs to the IPD servers, and therefore 
works in conjunction with the UPC/URL database lo serve Lhc consumer product 
information to the consumers, vv/ Col. 6, lines 50-58, the list is shown by 
categorizing and graphically displaying product information which aiso includes 
Product Incentives). [Office action mailed October 2 1 , 2004. page 3 line 8 to 
page a line 6.] 

b. The Passages from Perkowski Relied Upon By the Rxaminer 

In rejecting claims 24-26, 28, 30, 36-38, 40. 42, and 48-5 1 the examiner relies on the 
follow'ingqjassages From Perkowski: 

Another object oF the present invention is to provide such a product 
infomnalion finding and serving system, wherein the URLs symbolically linked to 
each registered product in the IPD Servers thereof ure categorized as relating 
primarily to Product Advertisements. Product Specificucions. Product Updates, 
Product Distributoi^, Product Waminty/Scrvicing, and/or Product Incentives (e.g. 
rebates, discounts and/or coupons), and that such URL categories are graphically 
displayed to the requester by way of easy-to-read display screens during URL 
selection and Web-siie connection. jPerkowski at column 6 lines 50-58.1 



As shown in FIGS. 2A I and 2A2, the consumer-product information 
collection, transmission and deli veiy system illustrated in FIG. 1 is ^eali^ed as an 
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aiTungemenl of system componenls, namely: a central UPC/URL Daiabase 
Subsystem 9 for istoring and serving various iypei> of consumer-product 
information LO rciailcrs and consuniers alike (e.g. the name of the product's 
manufactuiw ^he Universal Product Code (UPC) assigned lo the produce by the 
manufacturer; one or more URLs specifying the tocaiion of information resources 
on the Internet at which particular kinds of intbrmacion relating to the 
consumer-product Can be found; [Perkowski at column 1 1 lines 34-4.'S.] 

..,a plurality of User (or Client) Computers, each indicated by reference 
numeral 13, being connected to the internet via the Internet infrastructure and 
available to consumers (Ci, C2. C,, . . . .C,); one or more data communication (i.e. 
CDl) networks 14, comprising data collection nodes 15 and communication links 
16, operably connected to [he centralized UPC/URL Database Subsystem 9. each 
Client Computer 13 available co a Manufactui^r (Ml, M2, M3. . . . » M,) and 
Retailer (Rl, R2, R3, . . . , R J within the retail supply and demand chain; 
fPerkowski at column 1 i line 64 to column 12 line 5.1 



...for administrating the registration of manufacturers and products with 
the system, initialing the minsfer of consumer product rekUed infonnalion (e.g. 
menu of URl-s) becween the remote Client Computer Systems nnd Web-l^ased 
Document Server 30, transfemng such informauon to the IPD Servers I I, and 
maintaining local records of such information transfers and the like. [Perkowski at 
column 12 lines 16-21,1 
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...The funcrion of the Web-based Document Server 30, Web-based 
Administration SyvStcm 31 and remote client systems 13 running the 
Premenos-RTM. WebDox Remole.TM. software is to provide a Web-based 
Document Transport System for autoniLilically transferring infonnaiion (e.g. 
UPC/URLs) from manufacturers to the IPD Servers of the system in order to 
pcriodiciilly update the same..,.[Perkowski al column 1 3 lines 2-9.] 



In the case of Client Subsystems physically hosted (i.e. located) within the 
environment of retail scores, a three-field browser framework as shown in FIG. 3C 
will be highly effective in meeting the needs of the retailer, conLSumer. and 
business organization delivering ihc IPl finding and serving subsystem of the 

present invention. ..[Perkowski at column 15 lines 1-4.] 

•I- 

)jt 

"Welcome to the UPC Request. TM. Consumer Product-Information 
Finding and Ser\'ing System sponsored by THE HOME DEPOT for your 
shopping convenience and pleasure," 

The height of this display field 20A need only be a small fraction of the 
consumer's display screen (e.g, 3/4 inches) to convey this message to the 
consumers during use of the IPI finding and serving subsystem of the present 
invention within the retailer's real (or virtual) shopping environment. (Pcrkowski 
at column 15 lines 19-27.] 
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...When selected, the IPI Find Button 2J A acctvates the IPl Finding Mode 
of the IPI finding and serving subsystem. When seleaed, the UPC Search Burton 
2)13 activates the UPN Search Mode of the IPT finding and serving subsystem. 
When selected, the Product Registration Bution 2IC activates the Product 
Registradon Mode of the IPI finding and serving subsystem. Each of these modes 
will be desciibcd in great detail hereinafter. 

As shown in FIG. 3C, the third display field 20C. occupying i\ suListantia) 
portion of ihe entire browser display screen, is used to display (i ) Web pages lhat 
are served from the IPD Server 1 1 and arc associated witli the operation oCeilhei' 
the IPI Find Mode, the UPC Scaix;h Mode or the Product Registration Mode of the 
system. ..[Perkow'ski at column 15 lines 26-49.] 

A- 

At Block C in FIG. 6A, the Client System C, receives the URL, from the 
IPD Server. Then, in i^sponse to a URL selection query based on the content of 
information subfields &hown in FIG. 4A2 and displayed on the screen of the 
Client Syslem Ca, the Client System Ca requests the IPI Server, identified by the 
user selected URLt, to provide the product infomiation located by the registered 
URLi. Having accessed and displayed such product related information ai the 
Client System, the user can review the information at the specified URLi, acquire 
knowledge about the product, and may. if the option is provided al the 
URl^speeified Web-site, purchase the product by way of an on-screen electronic 
commercial tran.saction...-[Perkowski at column 22 lines 48-60.] 

c. The Applicants^ Reply 

Claims 28 and 40 recite "transmitting from a consumer computer over the Imernct to a 
Web site of a manufacturer a I'eouest for manuracLurer inccnrivcs to purch'jse one of li product 
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and :i service ottered by said manufacturer." [Emphasis addedj Applicants respectfully .submii 
ihai none of the passages cited above by the examiner teach the recited limitations oF claims 28 
and 40 of a '^request for manufacturer incentives'" that is transmitted ''from a consumer 
computer." Therefore, the citations from Perkowski relied upon by the examiner do not leach all 
ihe limitations of claims 28 and 40. Therefore, the applicants respectfully submii that the 
rejections of claims 28 and 40 under 35 USC 102(a) lus being anticipated l^y Perko^vski are 
improper and should be rcvci'sed. 

2. Claims 24, 36, 48, and 49 

a. The Examiners Assertions 
The examiner asserts ai page 3 line 7 to page 7 line 23 oHhe oPfice action mailed Oclol*>er 
2U2004, thm: 

As per claim 24, 36, 48, 49, Perkowski difjcloscs: 

transmitting from a consumer computer over the Internet lo a Web site of a 
manufacturer/retailer a request for manufacttti-er incentives to purchase one of a 
product and a service offered by said manufacturer/means for transmitting from a 
consumer computer over the Internet to t\ Web site of a manufacturer/retailer a 
request for manufacturer incentives to purchitse one of a product and a service 
offered by said manufacturer, (Col. 11, line 64-Col. 12, line 5, shows a plurality of 
User (or Client) Computers being connected to ihe Internet and available to 
consumers, Mantifacturers, and Retailers, w/Col. 15, lines 1-4, lines 19-27, shows 
that a consumer makes a request at a client subsystem that is physically hosted ai 
the retailer by way of a threefield browser framework, in this case, lx)th the 
manufacturer and retailer can be accessed at the retailer site since a three Held 
Netscape style display framework is pi^eseated for interaction between the 
constmier and the manufacturer, and the consumer and the retailer): 

in response/means for, in response to receipt of a request for manuraclurcr 
incenti ves, transmitting region data from said Web site of said manufactuicr over 
the Internet to a remote Web site/in response to receipt of a request for 
manufacturer incentives co purchase one of a product and a service offered by a 
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iniinuPaciarcr cransmitted from a consumer computer over ihe Internet, 
transmitting region data iVom a Web site of said manufacturer over the TnterneL lo 
a remote Web site/in response lo receiving at a web site of a manufacturer, a 
request for manufacturer incentives to purchase one of a product and a service 
offered by a manufacturer cransmilied from a consumer computer over the 
Internet, iransmicting region data from a Web site of said manufacturer over the 
Internet to a remote Web site/in response to receipt of a request for manufacturer 
incentives to purchase one of a product and a semce offered by a manufacturer 
transmitted from a consumer computer over the Internet to a Web .site of a retailer, 
iransmitting said request from said Web site of said retailer over the Internet lo a 
remote Web site, (Col. 11, lines 37-45, shows that consumer product information 
is stored to (transferred over to) the UPC/URL Database from a remote retailer or 
consumer, which includes the URLs specifying the location of information 
resources); 

in response to receipt of region data at said manufacturer's Web site, 
iransmitting from said remote Web site lo said Web sice of said manufacturer at 
least one manufacturer incentive and at least one name and address of a 
rctailer/means for transmitting from said remote Web site to said Web site of said 
manufacturer at least one manufacturer inceniive and at least one name and 
address of a retailer/ in response to receipt of said request at said remote site, 
transmitting from said remote sice over Ihe Internet to said Web site of said 
retailer a list of manufacturer incentives, (Col. 1 1, lines 34-45, shows the name of 
the producers mantifacturer and URL specifying the location of information 
resources are served to rcmote clients, which are retailers, consumers, aad 
manufacturers) 

transmitting from said Web site of said manufacturer over the Internet to 
said consumer computer said at least one manufacturer incentive and said at least 
one name and address/ in response to receipt of said manufacturers incenlives at 
said Web sire of said retailer, transmitting over the Internet to said consumer 
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computer suici list of manufaclurers incentives, (Col. 12. lines 16-20. shows 
transfer of consumer product related information between the Remote Client 
Computer and the Web Based Document Server, in this case, rhe consumer 
computer is shown by the Client Computer, and the remote website is shown by 
the Web Ba.scd Document Server since il is remote to the Remote Client, vv/ Col. 
1 1, lines 37-40, shows that a central UPC/URL daiubasc Subsystem serves the 
consumer product information to consumers^ where the name of the product's 
manufaciurer and URL specifying ihc location of information resources aixi served 
to remote retailers and consumers and is included in consumer product 
information, w/ Col. 13, lines 2-9, where it is also shown thai the Web bused 
document server transfers UPC/URLs to the IPD sei-vers, and thci-cfore works in 
conjunction with the UPC/L'RL database to serve the consumer product 
information lo consumers, w/ Col. 6, lines 50-58, the list is shown by categorizing 
and graphically displaying product information which also includes Produci 
Incentives, w/ Col. 11, lines 34-45, shows the name of the product's manufacturer 
and URL specifying the locution of infonnation resources are served to remote 
retailers and consumei^). [Office action mailed October 21 , 2004, page 5 line 7 
to page 7 line 23.] 

b. The Applicants' Reply 

Claims 24, 36, 48, and 40 recite ^'transmitting from a consumer computer over the 
Internet to a Web site of a manufaciurer a request for manufacturer incentives to purchase one of 
a prtiduct and a service offered by said manufacturer/' [Emphasis added.] Applicants 
respectfully submit that none of the passages cited above by the examiner teach the recited 
limitations of claims 24, 36, 48, and 49 of a ^Yequesi for manufacturer incentives" that is 
transmitted *^from a consumer computer/' Therefore, the citations from Perkowski relied upon 
by the examiner do not teach ali the limitadons of claims 24, 36, 48. and 49. Therefore, 
applicants respectfully submit that the rejections of claims 24, 36, 48, and 49 under 35 USC 
102(a) as being anticipated by Pcrkowski are improper and should be reversed. 
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Claims 24, 36, 48, and 49 recite ^'in response to said request Tor nianufaciurcr incentives, 
transmitiing region data from said Web site of said manufacturer over the Internet to a remote • 
Web site." [Emphasis added.] Appliccints respectfully submit that none of the passages cited 
above by the examiner teach the recited limitation of claims 24, 36, 48, and 49 of "region data;' 
Therefore, the citations froin Perkowski relied upon by ihc examiner do not teach all ihe 
limitations of claims 24, 36, 48, and 49. Therefore, applicants respectfully submit that the 
i%;jcctions of claims 24, 36- 48, and 49 under 33 USC 102(a) as being anticipated by Perkowski 
are improper and should be reversed. 

Claims 24, 36, 48, and 49 iticiie ^'transmitting from said Web site of said manuraclurcr 
over the hucrncl co said consumer computer said at least one manufaclui-cr incentive and said al 
least one name and address [Emphasis added.] Applicant.^ respectfully submit that none of the 
pa.ssages cited above by the examiner teach the recited limitations of claims 24, 36, 48. and 49 of 
a -'manufacturer incentive" or a *'name and address.'* Therefore, the citations from Perkowski 
relied upon by the examiner do not teach all the limitations of claims 24, 36, 48, and 49. 
Therefore, applicants respectfully submit that the rejections of claims 24. 36, 48. and 49 under 35 
tJSC 102(a) as being anticipated by Perkowski arc improper and .should l^c reversed. 

3. Claims 25 and 37 

a. The Examiner's Assertions 

The examiner asserts at page 7 line 24 to page 8 line 6 of the office action mailed October 
21,2004, thnt: 

As per claim 25, 37, Perkowski discloses: 
wherein said step of transmitting from said remote site said lisi further comprises 
transmitting a link to a Web site of said retailer/wherein said means for 
transmitting from said remote site said list further comprises means for 
transmitting a link ... (Col. 11. lines 34-45. serving URLs to retailer). [Office 
action mailed October 21, 2004. page 7 line 24 to page 8 line 6.] 
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b. The Applicants' Reply 

Claims 25 and 37 depend from claims 24 and 36, respectively, and therefore include all 
the Hmuaiions of their respective biv^e claims. Therefore, applicants respectfully siibmii thai 
claiins 23 and 37 are not anticipated by Perkowski lor ac least the reasons given above for claims 
24 and 36. Therefore, applicanlii respectfully submit that die rejections of claims 25 and 37 
under 33 USC 102(a) as being anticipated by Perkowski arc improper and should be revei-sed. 
4. Claims 26, 30, 38, and 42 

a. The Examiner's Assertions 

The examiner asserts at page 8 lines 7-13 of the office action mailed October 2 1 , 2004, 

that: 

' As per claims 26, 30, 38, 42, Perkowski discloses: 

determining said at least one manufacturer's incentive and said at least one 
name and address of a retailer by querying, using said region data, a database from 
a server of said remote Web site/means J'or deteiiTiining ... transmitting from the 
consumer computer over the Internet to the Web site of the retailer region 
data./means for transmitting ... (CoK 22Jine.s 48-60, URL .selection quei7 for 
product data. Col- 1 1 . lines 34-40, shows that product data includes manufacturer 
name data). [Orfice action mailed October 21, 2004, page 8 lines 7- 1 3-1 

b. The Applicants' Reply 

Claims 26 and 38 depend from claims 24 and 36, respectively, and therefore include all 
the limitations of ihcir respective bu&c claims. Therefore, applicants respectfully submit that 
claims 26 and 38 are not anticipated by Perkowski for at least the reasors given above for claims 
24 and 36. Therefore, applicants respectfully submit that the rejections of claims 26 and 38 
under 35 USC 102(a) i\Si being anticipated by Perkowski are improper and should be reversed. 

Claims 30 and 42 depend from claims 28 and 40, respectively, and therefore include all 
the limitations of their respective base claims. Therefore, applicants respectfully submit ihai 
claims 30 and 42 ai^ not anticipated by Perkowski for at least the reasons given above for claims 
28 and 40. Therefoi-c, applicants respectfully submit that the rejections of claims 30 and 42 
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under 35 USC 102(a) as being anticipated by Perkowski iire improper imd should be reversed. 

5. Claims 50 and 51 

a. The Examiner's Assertions 

The examiner asserts ai page 8 line 14 to page 9 line 12 of the office action mailed Ociober 21, 
2004, that: 

A3 per claimfi 50. 5 1 Perkowski discloses; 

TrLinsmission/Mean& for transmitting from a consumer to a retailer 
website. (Col. 1 1 , line (A-Col. 12. line 5, shows a plurality of User (or Client) 
Cf)mputers being connected to the Internet and available to consumers. 
Manufacturers, and Retailers, w/ Col. 15. lines I 4, lines 19-27, shows thai a 
consumer makes a icquest al a client subsystem thac is physically hosled at ihc 
retailer by way of a three field browser framework); 

Transmission/Means for transmitting from the retailer website to a remote 
website, (Col. 12, lines 16-20, shows transfer of consumer product related 
information between ihe Remote Client Computer and the Web Based Document 
Server, in this case, the retailer website is shown by the Client Computer, and the 
remote website is shown by the Web Btvsed Document Server since it is remote to 
the Remote Client), 
and 

Transmission/Means for transmitting from the remote website to the to Ihe 
retailer website, of a list of manufacturer incentives, (Col. 1 J. lines 37-40, shows 
that a central UPC/L'RL databu.se Subsystem serves the consumer produci 
infonnation to retailers, w/ Col. 13, lines 2-9, where n is also shown that he Web 
based document server transfers UPC/URLs to the IPD servers, and therefore 
works in conjunction with the UPC/URL dalabasc to serve the consumer product 
infomiation to raailers, w/ Col. 6, lines 50 58, the list is shown by categoiizing 
and graphically displaying product information which also includes Product 
Incentives). [Office action mailed Ociober 21. 2004, page 8 line 14 to paye 9 line 
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12.J 

b. The Applicants' Reply 

Claims 50 and 5 1 )x:cjre " perrorming trartsaciions involvinsr miiliiole separate eniitics/' 
[Emphasis added.] Applicants respectfully submit that none of the passages died above by the 
examiner reach the recited limitation or claims SO and 51 of "perfoiTning transactions involving 
multiple separate cncities/' Therelbiic. the citations From Perkowski relied upon by ihe examiner 
do not leuch all the limitanons of claims SO and 51 . Thcrcrore. applicants respectl ully sut>mit 
ibar the rejections of claims 50 and 51 under 35 USC 102(a) as being anticipated by Perkowski 
are improper and should be reversed. 

C- The Rejections Under 35 USC 103(a) of Claims 27 and 39 as Being Obvious 
Over Perkowski 

i. The Examiner's Assertions 

The examiner asserts at page 9 line 15 to page 12 line 4 of the office action mailed 
October 21, 2004. thai 

As per claim 27, 39. Perkowski discloses: 

irnnsmitting from said consumer computer to said Web site of said 
manulacturcr selection data indicating selection of said at leasi one manufacturer 
incentive/means for rransmiiting...(Col. 15, lines 19-44, shows ihal a consumer 
makes a request at a client subsystem that is physically hosccd at the retailer by 
way of a three Held browser framework which includes search bulion); 
transmitting fTOm said Web siic of said manufacturer to said remoic sice said 
selection data/means for transmitting fi-om said Web site ... (Col. 15, lines 37-40, 
IPI finding an serving subsystem is the remote site): 

transmitting from said Web site of said manufaccui-cr to said consumer 
computer details/means for transmitting from said Web si(e of said manufacturer, 
(Col. L2, lines 16-20, shows transfer of consumer product related infonnation 
between the Remote Client Computer and the Web Based Document Server, in 
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this case, the consumer computer is shown by ihc Client Computer, and the 
Tcmoie website is shown by the Web Based Document Server since it is remote lo 
the Remote Chent, w/ Col. II, lines 37-40. shows thiu a central UPC/URL 
datiibusc Subsystem serves the consumer product information co consumers, 
where the name of the produces manufacturer and URL specifying the locacioa of 
inrormation resources ai^ served to remote recailcrs and consumers and is 
included in consumer product infoiTnuiion, w/ CoL 13. lines 2-9. where ii is also 
shown thai the Web based document server transfers UPC/URLs lo the IPD 
servers, and therefore works in conjunction with the UPC/URL database to sci-^'e 
the consumer product informacion to consumers, w/ Col. 6, lines 50-58, che list is 
shown by categorizing and graphiciilly displaying product infoi-maiion which also 
includes Product Incentives^ w/ CoL 1 1 , lines 34-45. shows the name of the 
product's manufacturer and URL specifying the location of infoimaiion resources 
are served to remote retailers and consumers and is included in consumer product 
information, w/ Coi. L3, lines 2 9, where it is also shown char the Web Ixised 
document server transfers UPC/URLs to the IPD servers, and therefore works in 
conjunction with the UPC/URL database to serve the consumer product 
information to consumers, w/ Co). 6, lines 50 58, the list is shown by categorizing 
and graphically displaying product information which also includes Product 
Incentives, w/ Col. I L lines 34 45, shows the name of the product's manufacturer 
and URL specifying the location of information resources arc served to i-emote 
retailers and consumers). 

The following is obvious with Perkowski; 

transmitting from said i-emote Site to said Web site of said manufacturer 
details of the selected at least one manufacturer incentive/means for transmitting 
from said remote site ... (Col. 15, lines 37-40. obvious that details are iransmilled 
CO the manufacturer since the browser ultimately displays Web pages served from 
the IPD server and associated with the Search mode): 

It would have been obvious to one of ordinary skill in the art to transmic from said 
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remote .site lo said Web siie of said manufacturer details of the selected ai leusi 
one manufacturer incentive with the mocivation ensuring thai significant details of 
manufacturer selection data are sent to the coitcct location. rOffice action mailed 
October 2 J. 2004, page S line 14 lo page 9 line 12.] 

2. The Passages from Perkowski Relied Upon By the Examiner 
In rejecting claims 27 and 39 the examiner relies on the following pavSSUges from 
Pcrkowski: 

Another object of the present invention is to provide such a product 
infoimaiion finding and serving system, wherein the URl-s symbolically linked to 
each registered product in the IPD Servers thereof are categorized as relating 
primarily to Prodtict Advertisements, Produce Specifications, Product Updates, 
Product Distiibutoi-s, Product Warranty/Servicing, and/or Product Incentives (e.g. 
rebates, discounts and/or coupons), and that such URL categories are graphically 
di^splayed to the requester by way of casy-to-read display screens during URL 
selection and Web-site connection. [Perkowski ut column 6 lines 50-58.] 



As shown in FIGS. 2AJ and 2A2, the consumer-produci information 
collection, transmission and delivery syscein illustrated in FIG, i is realized as an 
aiTangement ol" system components, namely: a central UPC/URL Database 
Subsystem 9 for scoring and serving various types of consumer-product 
information lo retailers and consumers alike (e.g. the name of the product's 
manufacturers the Universal Product Code (UPC) assigned lo the product by the 
manufacturer: one or more URLs specifying the location of information resources 
on the Internet at which particular kinds of infonnation i^lating to the 
consumer-product can be found: [Perkowski at column 1 1 lines 34-43.] 



-26- 



PAGE 29/42*RCVDAT3«1/20()511:53:23PM [Eastern StandardM^ 



03/22/2005 00:02 FAX 703 415 0013 NEIFELO IP LAW (21030/042 



...a plurality of User (or Client) Computers, each indicated by reference 
numeral 13, being connected to ihe Internet viu ihe Internet inlrasiniciure and 

available to consumers (CU C2, C3 .Ci); one or more data communication 

(i.e. EDO networks 14, comprising data collection nodes 15 and communication 
links \(\ operably connected lo the centralized UPC/URL Database Subsystem 9. 

each Client Computer 13 available to a Manufacturer (Ml , M2, M3 Mj) and 

Retailer (Ri , R2, R3 Rk) within the retail supply and demand chain; 

[Perkowski at column 1 1 line 64 to column 12 line 5^] 

:[: ' 
tii 

...for adminijicrating the registration of manufaccurers and products with 
the system, initiating the transfer of consunner produce related infonmation (e.g. 
menu of URLs) between the remote Client Computer Systems and Web-Based 
Document Server 30, transfemng stich inlbitnalion to ihe IPD Servers 1 1, and 
maintaining local iwords of such infoi-mation transfers and the like. [Perkowski at 
column 12 linos [6-2J.] 

A'- 

...The function of the Web-based Document Server 30, Web-based 
Adminisu-alion System 31 andi-emote client systcnas 13 running the 
Premenos.RTM. WebDox Remole.TM. software is to provide a Web-based 
Document Transport System for auiomatically transferring informaiion (e.g. 
UPC/URLs) from munufacturcrs to Ihe IPD Servers of the system in order to 
periodically update the same....[Perkowski at column 13 lines 2-9.] 
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In the case of Client Subsystems physically hosted (i.e. localed) within the 
environment of reiail stores, a three-field browser Framework lls shown in FIG. 3C 
will be highly effective in meeting the needs of the retailer, consumer, and 
business organization delivering the IPI finding and sei-ving subsystem of the 
present invention. ..[Perkowski ut column 15 lines 1-4.] 

=!= 

"Welcome lo the UPC Requesi.TM. Consumer Product-Information 
Finding and Serving System sponsored by THE HOME DEPOT for your 
shopping convenience and pleasure." 

The height of this display field 20a need only be a small fraction of the 
consumer's display screen (e.g. .V4 inches) to convey this message 10 the 
consumei-s during use of the fPI finding and serving subsystem of the present 
invention within the retailer's real (or virtual) shopping environment. [Perkowski 
at column 15 lines 19-27.] 

i]t 
'I' 

...When selected, the IPI Find BuUon 21 A activates the IPI Finding Mode 
of Che IPI finding and serving subsystem, When selected, the UPC Scaich BuUon 
21B activates the UPN Search Mode of the IPI finding and serving subsystem. 
When .^elected, the Product Registration Button 21 C activates the Product 
Registration Mode of the IPI finding and serving subsystem. Each of thcisc modes 
will be described in great detail hereinafter. 

As shown in FIG. 3C, Ihe third display field 20C, occupying a substantial 
ponion of the entire browser display screen, is used lo display ( 1 ) Web pages that 
are served from the IPD Server I I and are associated with the operation of either 
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the IPl Find Mode, the UPC Search Mode or the Product Registration Mode of the 
system... [Perkow ski at column 15 lines 26-49 /J 



At Block C in FIG. 6A, ihe Client Sysiem Ca receives ihe URLi from ihe 
IPD vServer. Then, in response to a URL selection query based on the content of 
infonnution subfields shown in FIG. 4A2 and displayed on the sci-ecn of the 
Client System Cu, the Client System Ca requests the IPI Server. iUeniificd by the 
user selected URLi, to provide Ihe product infoi-mation located by the registered 
URLi. Having accessed and displayed such product ix^lated inlbmiaiion at the 
Client System, the user can revlev^/' the information at the specified URLi. acquire 
knowledge about ihc product, and may, if the option is provided at the 
URL-specified Wcb-siie, purchase the product by way of an on-screen electronic 
commercial transaction,.. .[Perkowski at column 22 lines 48-60.] 

3. The Rejections Under 35 USC 103(a) of Claims 27 and 39 as Being 
Obviaus Over Perkowski are Untenable and Should be Reversed 

Claims 27 and 29 stand rejected under 35 U.S.C 103(a) as being obvious over 
Perkowski. Applicants respectfully submit that these reitciions are improper and should be 
i^evcrsed. 

The applicants rcspectFully submit that the subject matter defined by claims 27 and 39 is 
non-obvious over Perkowski. as is further argued below. 

Claims 27 and 39 depend from claims 24 and 36, rcspeccively, and therefore include al! 
the limitauons of their respective base claims. Thercfoi-e, applicants respectfully submit that 
claims 27 and 39 are not rendered obvious by Perkowski because Perkowski does nol leach or 
suggest all the limitations of respective base claims 24 and 36. Therefore, applicants i-especMulty 
submit that the examiner has not made out pxopQX prima facie rejections of claims 25 and 37 
under 35 USC 103(a). Therefore, applicant.^ respectfully submit thai the rejections of claims 25 
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and 37 under 35 USC '103(a) as being Obvious over Perkowski arc improper and should be 
reversed. 

Kmihcr, applicants resi>ectfully submit tliat the examiner has not provided proper 
reasoning cxpluining why one of ordinary skill in the art nl the lime oi' ihc invention vx-ould have 
found a motivation or suggestion to modify the teachings of Perkou-ski to obtain ihe subjeci 
mailer of claims 27 and 39, absent impermissible hindsight. For this additional reason, therefore, 
applicants respectfully submit that the examiner has not made out proper prima fac ie rejections 
of claims 25 and 37 under 35 USC 103(a). Therefore, applicants respectfully submit that the 
rejections of claims 23 and 37 under 35 USC 103(a) as being obvious over Perkowski are 
improper and should be reversed. 

D The Rejections Under 35 UlSC 103(a) of Claims 29 und 41 as Being Obvious 
Over Perkowski in View of Sloan 
1. The Examiner's Assertions 

The examiner asscils at page 12 line 5 to page 13 line 7 of the ol-Tice action mailed 
October 2 1 , 2004, that 

As per claims 29, 41 , Perkowski fails to disclose iransmiuing a user 
identification From said Web siic of said retailer over the Internet to said remote 
Web site in association wiih said request und determining manufacturer's 
incentives to 

transmit from said remote Website to said Web site of said retailer based upon 
said user identification, but does disclose the transmission of manufacturer's 
incentives to consumers in Col. 12, lines 16-20. 

However, Sloanc discloses: 
transmitting a user identification iVom said Web sice of said retailer over the 
Inccimcc to said remote Web site in association wiih said request/means fur 
transmitting a user identification determining manufacturer's incentives lo 
transmit fonn said remote Website to said Web sii^ [sic] of said retLiiler based 
upon said user identification/means for deteimining m:inufacturer s incentives, 
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(CoL y. lines 52-58, Claim 12, Claim 1 5, shows usage of consumer idenlificalion 
in conjunction with cnmsmitting consumer product infoi-miaion). Sloanc discloses 
this limitation in an analogous art for the puip05;e of showing that a consumer 
identification can affect the iransniitLal of consumer prodticl informaLion. 

I[ would have been obvious to one of ordinary skill in ihc art at the time of 
the applicant's invention to transmit a user identification from said Web site of 
said retailer over the Internet to said remote Web site in association with said 
request and determining manufacturer's incentives to transmic from said remote 
Web site lo said Wcb sice of said retailer based upon said user idenlification with 
the motivation of sending the consumer an incentive which is ideniified by 
consumer id. [Office action mailed October 21, 2004, at page 12 line 5 to page 13 
line?.] 

2. The Passages from Sloan Relied Lpon By the Examiner 

In support of the rejections of claims 29 and 41 , the examiner relies upon the Tollowing 
passages from Sloan: 

...processing means including data receiving means for rccciving consumer 
product and promotional information, data storage means for stonng the received 
consumer, product and promotional information, and data transmission means for 
transmitting the stored consumer product and promotional infoniiiUion within the 
retail escablishmcni; fSloane at column 9 lines 52-5S.] 

J 2. The apparatus according to 1 1, wherein said consumer idenlification 
information consists of the consumer's identity, and the purchasing history of the 
identified consumer. LSloane claim 12.} 

15. The apparacus according to claim 14, wherein said identification receiving 
means comprises an opening in said ponable bar code .scanner center for receiving 
the consumer's identification information. fSloane claim 15.] 
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3- The Applicant' Reply 

Claims 29 and 41 depend from claims 28 and 40, respectively, and iherefore include all 
the limilaiions of their respective base claims. Therefore, applicants respectfully submit thai 
claims 29 and 41 are not rendered obvious by Perkowski in combination with Sloanc because 
neither Perkowski nor Sloanc. alone or in combinaiion. teach or suggest all ihe limitations of 
respective base claims 28 and 40. Therefore, applicants respectfully submit that the examiner 
has not made out proper prima facie rejections of claims 29 and 4 1 under 35 (JSC 103(a). 
Thei^fore, applicants respectfully submil that the ]*cJcciions of claims 29 and 41 under 35 USC 
103(a) as being obvious over Perkowski in view of Sloane are improper and should be reversed. 

Further, applicants respectfully submit that the examiner has not provided proper 
reasoning explaining why one of ordinary skill in the art at the time of the invention would have 
found a motivation or suggestion to combine ihe teachings of Sloane M'iih the the teachings of 
Perkowski to obtain the subject matter of claims 29 and 41, absent impermissible hindsight. For 
this additional i-eason. therefore, applicants respectfully submit chat the examiner has not made 
out proper, prima facie rejections of claims 29 and 41 under 35 VSC 103(a). Therefore, 
applicants respectfully submit that the rejections of claims 29 and 41 under 35 USC 103(a) as 
being obvious over Perkowski in view of Sloane are improper and should be i^versed. 

E. The Rejections Under 35 USC 103(a) of Claims 31 and 43 as Being Obvious 
Over Perkowski in View of Smolen 
1 . Th6 Examiner's Assertions 

The examiner asserts at page 13 lines 8-20 of the office action mailed October 21, 2004, 

that 

As per claims 31, 43, Perkowski fails to teach wherein said region data is 
postal code data, but does disclose region data through URLs in col. 1 1 Jines 42 
43. 

However Smolen discloses: 

wherein said region data is postal code data. (Col. 4, lines 64 67, 
represented by postal code). Smolen discloses this limitation in an analogous art 

-32- 



PAK 3S42 * RCVD AT 3Q1/2005 11:53:23 PM [Eastern Standard 



03/22/2005 00:03 FAX 703 415 0013 NEIFELO IP LAW 11036/042 



tor the puipose of showing chat postui code daia can be incorporated iiuo a system 
For transmiuirjg incentives. 

li would have been obvious lo one of ordinary skill in the art lor ihc region data to 
be postal code data in order to determine the location of the retailer versus ihe 
localioii of the user for incentive iransmitta] purposes. 

2. The Passages from Smoieti Relied Upon By ihe Examiner 

In support of the rejections of claims 3 1 and 43, the exiimincr i-clics upon the following 
passages from Smolcn: 

.,.lf the telephone number is used as the code, it is preferably considered pari of 
the information profile because the area-code and exchange make valuable 
demographic additions to.rhe profile. [Smolen at column 4 lines 64-67.] 

3. The Applicants' Reply 

Claims 31 and 43 depend fiTtm claims 28 and 40, re.'jpeclively, and ihcrcfore include all 
the limiiacions of their respective base claims. Thereforej applicants respectfully submit that 
claims 31 and 43 are not rendered obvious by Perkowski in combination with Sloanc because 
neither Perkowski nor Smolcn. alone or in combination, teach or suggest all the limitations of 
respective base claims 28 and 40. Therefore, applicants respectfully submit ihut (he examiner 
has not made out pvopev prwui facie rejections of claims 31 and 43 under 35 USC i03(a). 
Therefore, applicants respectfully submit chat the rejections of claims 3 1 and 43 under 35 USC 
103(a) as being obvious over Perkowski in view of Smolen are improper and should be reversed. 

Further, applicants respectfully submit chat the examiner has noi provided proper- 
reasoning explaining why one of ordinaiy skill in the ait at the time of the invention would have 
found a motivation or suggestion to combine the teachings of Smolcn with the the teachings of 
Perkowski to obtain che subject matter of claims 31 and 43, absent inipermivssible hindsight. For 
this additional reason, therefore, applicants i^espectfully submit thai the examiner has not made 
out i^vopcv prima facie rejections of claims 31 and 43 under 35 USC 103(a). Therefore, 
applicants respectfully submit that the i*ejections of claims 31 and 43 under 35 USC 103(a) as 
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being obvious over PerkovvAki in view ofvSmolen aTe improper and should be r&verscd. 

X. 37 CFR 41,37(d) - Non^compliant Brief 

This brief is in compliance wirh 37 CFR 41 .37(c). Accordingly, this subj^ection is 
inapplicable. 



Respecrfully Submitted. 



31518 



l/ale / Robert G. Crockett 

Registration No. 41,448 



l*A 1 1 iVt ') tiAllLMAWKOl-l U'i 
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XI 37 CFR 41.37(c)(l)(viii) - Claims appendix 

CluiiTis On Appeal 

24. A compuicr network implemenLed method, compnsing che steps of: 

ti anhmiuing from a consumer computer over the Internet to a Web site of a manufaCLurcr 
a request for manufacturer incentives to ptirchase one of a product and a service offered by said 
manufuciurer; 

in response to said request for manufaciurcr incentives, transmitting region data from said 
Web site of said manufacturer over the Internet to a remote Web site: 

in i-csponsc to receipt of region data at said manufacturer's Web site, transmitting frnm 
said remote Web site to said Web site of said manufacturer at least one manufacturer incentive 
and at least one name and address of a retailer; and 

transmitting from said Web site oF said manufacctirer over the Intemet to said consumer 
computer said at least one manufacturer incentive and said at least one name and address. 

25. The method according to claim 24, wherein said step of ti-unsmitting from said 
remote site further comprises transmitting a link to a Web site of said retailer. 

26- The method according to claim 24, Tui-ihcr comprising the step of determining said lU 
least one manuCacturcr's incentive and said at least one name and address of u retailer by 
querying, using said region data, a database (Vonn a server of said remote Web site. 

27. The method according lo claim 24. further comprising the sieps of; 

transmitting Irom said consumer computer to said Web site of said manufacturer selection 
data indicating selection of said at least one manufacturer incentive: 

transmitting from said Web site of said manufacturer to said remote site said selection 

data: 

transmitting from .said remote site to said Web site of said manufacturer details of the 
selected at least one manufacturer incentive; and 
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transmitting from suid Web site or Said manufacturer to said consumer computer said 

details. 

28. A compuccr network implemented method comprising the seeps of: 
transmitting from a consumer computer over the Intemci to a Web site of a iviailcr a 

request for manufacturer incentives to purchase one of a product and a service offered by a 
manufacturer; 

in response to receipt of said request at said Web site of said rcuiilcr, iransmitting said 
request from said Web site of said retailer over the Iniemct to a remote Web site: 

in response ro receipt of said request at said remote site, transmitting from said remote 
site over the hiternet to said Web site of said retailer a list of manufacturer incentives; and 

in response 10 receipt of said manufacturers incentives at said Web site of said retailer, 
transmitting over the Internet to said consumer computer said list of manufacturers hicenlives. 

29. The method according to claim 28, further comprising the steps of: 
transmitting a user identification from said Web site of said retailer over the Inicrnci to 

said remote Web site in association with said request; and 

determining manufacturer's incentives to transmit from said remote Web site to said Web 
site of said i-ctailer based upon said user identification. 

30. The method according to claim 28, further comprising the step of transmitting from 
the consumer computer over the Internet to the Web site of the retailer region data. 

3 L The method according to claim 30, whcmin said region data is postal code data. 
32-35. (Canceled) 

36. A computer network implemented system, comprising: 

means for transmitting from a consumer computer over the Internet to a Web site of a 
manufacturer a request for manufactuner incentives to purchase one of a product and a service 
offered by said manufacturer: 

means for, in response to said request for manufacturer incentives, transmitting region 
data frojn said Web sice of said manufacturer over the Internet to a remote Web site; 
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means for, in response to receipt of region data at said manufacturer's Web site, 
transmitting from said remote Web site to said Web site of said manufacturer at least one 
manufaciurev incentive and at least one name and address of a retailer; and 

means For transmitting from said Web site of said manufacturer over the Internet to said 
consumer computer said at least one manufacturer incentive and said at least one name and 
address. 

37, M'he system according to claim 36, wherein said means for transmitting from v^aid 
remote site said list fuither comprises means for transmitting a link to a Web site of said retailor. 

38. The system according lo claim 36, further comprising means for determining said at 
least one manuTaeturer's incentive and said at leasi one name and address of a retailer by 
querying, usinu said region data, a database from a server of said remote Web site. 

39, The system according to claim 36, funhcr comprising: 

means foi transmitting from said consumer computer to Said Web site of said 
manufacturer selection data indicating selection of said at least one manufacturer incenri ve; 

means for transmitting from said Web site of said manufacturer to said remote site said 
selection data; 

means for iransmiuing From said remote site to said Web site of said manufacturer details 
of the selected at lease one nianufuctmer incentive; and 

means for transmitting from said Web site of said manufacturer to said consumer 
computer said details. 

40. A computer network implemented system, comprising: 

means for u'ansmitting from a consumer ciimpater over the Internet to a Web site of a 
retailer a request for mantifacturer incentives to purchtisc one of a prodtict and a service offered 
by a manufacturer; 

means for, in response to receipt of said request at said Web site of said retailer, 
transmitting said request from stiid Web site of said retailer over the Internet to a remote Web 
site; 

means for, in I'esponse to receipt of said request at said remote site, transmitting from said 
remote site over the Internet to said Web site oFsaid retailer a list of manufacturer incentives: and 
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means for, in ne^iponse ro receipt of suid manufaciurerfi incentives at said Web sice of said 
relailer, transmitting over the Internet to said consumer computer said list of manufacTLa-ers 
incencives. 

41. The system according to claim 40. further comprising: 

means for transmitting a tisev idenlificalion from said Web site of said i-eiailer over the 
Internet to said remote Web site in association with said request; and 

means for delermining manufaciiii-er's incenlives to transmit from said rcmoic Web si;e to 
said Web site of said reuiiler based upon said user identitlcation. 

42. The system according to claim 40. further comprising means for transmitting from 
the consumer computer over the Internet to the Web site of the retailer region data. 

43. The system according to claim 42, wherein said region data is postal code data. 
44-47. (Canceled) 

48. A computer program product for implementing on a network a method, comprising 
the seeps of: 

in response to receiving at a Web sice of a manufacturer a request for manufacturer 
incentives to purchase one of a product and a service offered by a manufacturer transmitted from 
a consumer computer over the Internet, tmnsmitting region data from a Weh site of said 
manul'actui-er over the Internet to a remote Web site; 

in response to receipt of region data at said manufacttirer's Web site, transmitting from 
said remote Web site to said Web site of said manufacttirer at least one manufacturer incentive 
and at least one name and address of a retailer; and 

transmitting from said Web site of said manufacturer over the Internet to said consumer 
computer said at least one manufacturer incentive and said at least one name and address. 

49. A computer program product for pciforming a computer network implemented 
method, comprising the steps of: 

in res(X)nse to receipt of a request for manufacturer incentives to purchase one of a 
product and a sei-vice offered by a manufacturer transmitted from a coni^umer computer over the 
Internet to a Web site of a retailer, transmitting said request from said Web site of said retailer 
over the Internee to a remote Web site; 
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in response lo receipt of said request at said remoie site, transmitting from said remoie 
site over the Internet to said Web site of said retailer a list of manufaccurcr incentives; and 

in response to receipt ol' said manuFactut^rs incentives at said Web site of said retailer, ^ 
transmitting over the Internet 10 said consumer computer said list of manufacturers incentives. 

50. A computer implemented method comprising performing transactions involving 
multiple separate entities, including 

transmission from a consumer lo a retailer website, 

transmission from Ihe retailer website to aj'cmotc vvebsicc, and 

transmission from the remote website to the retailer website, of a liiil of manufacruror 
incentives, 

31. A system comprising structure for performing transactions involving multiple 

separate entities, including: 

means for iransmitling IVom a consumer to a retailer website, 

means for transmitting from the retailer website to a remote website, and 

means for transmitting frotn the remote vvebsiie lo the retailer website, of a list of 

mLinufacturer incentives. 
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